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DETAILED ACTION 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
9/20/2005 has been entered. 

Claims 1-14 are pending. 

Response to Arguments 

Applicant's arguments have been considered, but are moot in view of new 
rejections. See below for further clarification. 

Specification 

The disclosure is objected to because of the following informalities: 

1 . On page 4 of the specification, the second sentence of the fourth paragraph 
states "microcontroller 2 of external device 5". The examiner believes this to be 

a mistake and it should instead recite "microcontroller 5 of external device 2", see 
Figure 1. 

2. The last sentence in the first paragraph of page 6 seems to be incorrectly 
worded. The examiner is assuming that perhaps applicant meant "However, one 
use data transmission of different signals which can be separated from each 
other by chip card 1 or terminal 2." 

Appropriate correction is required. 
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Claim Objections 

Claim 8 is objected to because of the following informalities: As per claim 8, in 
line 13, the examiner respectfully suggests replacing "said signal" with "said signal for 
authenticity testing" to clarify to which signal is being referred. Appropriate correction is 
required. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-14 are rejected under 35 U.S.C. 112, second paragraph, as failing to 

set forth the subject matter which applicant(s) regard as their invention. 

1. Claims 1-12 and 14 recite "the first and second transmission channels", "the first 
transmission channel", and/or "the second transmission channel", which lacks 
antecedent basis. The examiner believes applicant may have meant "the first 
and second bidirectional transmission channels", "the first bidirectional 
transmission channel", and "the second bidirectional transmission channel", 
which would reflect applicant's amendments. 

2. Claim 4 recites in line 2, "the signal pattern" which lacks antecedent basis. 

3. Claim 7 recites "the supply voltage" which lacks antecedent basis. The examiner 
believes applicant may have meant just "supply voltage". 

4. Any claims not specifically addressed are rejected by virtue of dependency. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-7 and 11-14 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Caputo et al (US 5,878,142). 
Claim 1: 

Caputo discloses the limitations of: 

1 . Providing a first bidirectional transmission channel for transmitting signals 
between the data carrier and the external device (Fig 3; Fig 5A-5B; and col 8, line 
56-col 9, line 21). 

2. Providing a second bidirectional transmission channel logically separated from 
the first transmission channel, the separation of the first and second transmission 
channels being so designed that data transmission via one transmission channel 
does not interfere with data transmission via the other transmission channel and 
the second transmission channel is activable during the total period between 
activation and deactivation of the data carrier (Fig 3; Fig 5A-5B; and col 8, line 
56-col 9, line 21). 
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3. Having the data carrier generate a signal for authenticity testing (Fig 5A-5B and 
col 8, line 63-col 9, line 3). 

4. Transmitting the signal for authenticity testing from the data carrier to the external 
device or a signal required for generating the signal for authenticity testing from 
the external device to the data carrier at least partly via the second transmission 
channel (Fig 5A-5B and col 8, line 63-col 9, line 3). 

5. Having the external device receive the signal for authenticity testing, and 
deciding on the basis of the received signal whether the data carrier is authentic 
(Fig 5A-5B and col 9, lines 4-1 1 ). 

The examiner notes that in applicant's specification, applicant states that 
separation between transmission channels may be either physical or logical in nature. 
With logical separation of transmission channels, two channels are physically one and 
the same transmission channels, however, different data signals are transmitted on the 
same physical channel. The data signals are separated by either the terminal or chip 
card (page 6, first paragraph, lines 6-11). For this reason, the examiner believes that 
the transmission channel disclosed by Caputo, i.e. phone line, reads on a bidirectional 
transmission channel, which is logically separated into at least two separate channels. 

Figures 5A and 5B of Caputo shows that a data carrier, item 57, is in 
communication with an external device, item 53. Two logical transmission channels are 
seen as represented by the arrows connecting items 53 and 57. Physically, however, 
both transmission channels logically represented by the arrows connecting items 53 and 
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57 in Fig 5A and 5B are implemented using just a telephone line (Fig 3 and col 4, lines 
24-30). A telephone line is a bidirectional transmission channel, so both the first and 
second transmission channels are still bidirectional transmission channels since they're 
both physically still one channel. The telephone line being bidirectional can further be 
seen in Fig 5A and 5B in that the physical channel connecting items 53 and 57 can be 
used to both send and receive data. 

Further, as well as being used for authentication, the telephone line is also used 
to send other data, i.e. user's data, between the external device and the data carrier (col 
9, lines 12-21). The same transmission line being used to send data that is used for 
authentication and later for other encrypted data also reads on the phone line being a 
bidirectional transmission channel which is logically separated into two separate 
bidirectional data transmission channels. 

Note also in Fig 4A that even though the data carrier is shown as having two 
ports (12 and 14) for communication with two external devices, as seen in Fig 3, only 
the signals sent to one of those devices are actually used in authenticating the data 
carrier, i.e. item 38 in Fig 3 authenticates the data carrier. 

For the reasons above, the examiner respectfully submits that claim 1 as 
amended by applicant is still too broad and Caputo still reads on the recited limitations. 
Claim 2: 

Caputo further discloses that the second transmission channel is provided by 
modulating the signal of the first transmission channel (col 4, lines 24-30 and col 9, lines 
7-16). 
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Claim 3: 

Caputo further discloses that modulation does not impair an ISO compatibility of 
data exchange between the data carrier and the external device existing for the first 
transmission channel (col 5, lines 43-53). Note that the American National Standards 
Institute is a member of ISO, so ANSI standards are also ISO standards. 
Claim 4: 

Caputo further discloses that modulation is performed in areas of the signal 
pattern which are not evaluated according to the ISO standard (col 4, lines 24-28). 
Claim 5: 

Caputo further discloses that the changes caused by modulation in the signal of 
the first transmission channel are within the range of variation of the signal level 
permitted by the ISO standard (col 4, lines 24-28 and col 9, lines 59-64). 
Claim 6: 

Caputo discloses modulation and demodulation of the signal are performed in the 
data carrier and in the external device with the aid of a mixing/demixing device, i.e. 
modem, in each case (Fig 3; Fig 4A; and col 4, lines 24-29). Note all modems contain 
multiplexers and demultiplexers, which are mixing and demixing circuits. 
Claim 7: 

Caputo further discloses that the first transmission channel is a line for 
transmitting standard data or a line for transmitting a clock signal or a line for supply 
voltage (Fig 3; col 4, lines 24-28; and col 4, lines 40-45). 
Claim 11: 
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The limitation of the decision on authenticity of the data carrier is contingent on 
whether data exchange is possible between the devices to which the first and second 
transmission channels are coupled in the data carrier is inherent to Caputo. Note Fig 
5A. Receiver 58 and Transmitter 68 are coupled to the phone line, i.e. first and second 
transmission channels. For authentication to be possible, the data sent to the data 
carrier and received by Receiver 58 must be communicated to items 60, 70, and finally 
Transmitter 68 so that it may be transmitted to external device 53 to be authenticated. If 
communication of data between item 58 and item 68 were not possible, authentication 
cannot take place since transmitter 68 would have no data to send to the external 
device. 
Claim 12: 

Caputo discloses the limitations of: 

1 . The data carrier has a first device for generating signals for data exchange 
between the data carrier and the external device, and the first device is adapted 
to be coupled to a first bidirectional transmission channel (Fig 4A and col 4, lines 
24-32). 

2. The data carrier has a second device for generating signal required for 
authenticity testing of the data carrier, and the second device is adapted to be 
coupled to a second bidirectional transmission channel and connected with the 
first device (Fig 4A, item 46; Fig 5A-5B; and col 4, lines 24-28). 

3. The first and second transmission channels are separated logically or physically 
(Fig 3; Fig 5A-5B; and col 8, line 56-col 9, line 21). 



Application/Control Number: 09/486,723 Page 9 

Art Unit: 2135 

4. Data exchange with the second device does not interfere with the first device, 
and the second device is ready for generating signals for authenticity testing of 
the data carrier during the total time period between activation and deactivation 
of the data carrier (Fig 3; Fig 5A-5B; and col 8, line 56-col 9, line 21). 

Note in Fig 4A, either one of items 42 or 48 reads on a first device for generating 
signals for data exchange between the data carrier and the external device. Note 
further that as seen in Fig 3, the data carrier, item 10, is in communication with the 
external device via a telephone line. Therefore, there is only one physical 
communication channel between the data carrier and the external device. This one 
physical channel is logically separated into a first and second bidirectional 
communication channel. See claim 1 for explanation of why the phone line disclosed by 
Caputo reads on two logically separate bidirectional transmission channels. 
Claim 13: 

Caputo further discloses that the first device and the second device are each 
coupled to the transmission channels via a mixing/demixing module, i.e. modem (col 4, 
lines 24-28 and Fig 4A). 
Claim 14: 

Caputo discloses the limitations of: 
1 . A data carrier with a first device for generating signals for data exchange with the 

external device and a second device for generating and/or processing signal for 

authenticity testing (Fig 4A). 
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2. An external device with a first device for generating signals for data exchange 
with the data carrier and a second device for generating and/or processing 
signals for authenticity testing (Fig 3, item 38 and col 8, line 56-col 9, line 21). 

3. A first bidirectional channel for transmitting signals between the first device of the 
data carrier and the first device of the external device (Fig 3; Fig 5A-5B; and col 
8, line 56-col 9, line 21). 

4. And a second bidirectional transmission channel for transmitting signals between 
the second device of the data carrier and the second device of the external 
device, the first and second transmission channels being separated logically or 
physically and the separation of the first and second transmission channels being 
so designed that data transmission via one transmission channel does not 
interfere with data transmission via the other transmission channel, and the 
second transmission channel being activable during the total period between 
activation and deactivation of the data carrier (Fig 3; Fig 5A-5B; and col 8, line 
56-col 9, line 21). 

See claim 1 for explanation of why telephone line connecting the data carrier and 
the external device reads on a first and second bidirectional transmission channels. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Caputo et 

al (US 5,878,142) in view of Reel et al (US 5,852,653). 

Claim 8: 

Caputo discloses the limitations of: 

1 . Providing a first bidirectional transmission channel for transmitting signals 
between the data carrier and the external device (Fig 3; Fig 5A-5B; and col 8, line 
56-col 9, line 21). 

2. Providing a second bidirectional transmission channel separated from the first 
transmission channel, the second transmission channel being activable during 
the total period between activation and deactivation of the data carrier (Fig 3; Fig 
5A-5B; and col 8, line 56-col 9, line 21). 

3. Having the data carrier generate a signal for authenticity testing (Fig 5A-5B and 
col 8, line 63-col 9, line 3). 

4. Transmitting the signal for authenticity testing from the data carrier to the external 
device or a signal required for generating said signal for authenticity testing from 
the external device to the data carrier at least partly via the second transmission 
channel (Fig 5A-5B and col 8, line 63-col 9, line 3). 

5. Having the external device receive the signal for authenticity testing, and 
deciding on the basis of the received signal whether the data carrier is authentic 
(Fig 5A-5B and col 9, lines 4-1 1 ). 
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Caputo does not specifically disclose the second transmission channel is 
physically separated from the first transmission channel and comprising at least one line 
or contactless transmission path not provided according to the ISO standard. However, 
Reel discloses a second transmission channel is physically separated from the first 
transmission channel (Fig 1). Note authentication path 16 is physically one 
transmission channel and communication path 20 is physically another transmission 
channel. Both are physically separate from each other and both are bidirectional. 
Further, ISO does not define having separate physical transmission lines for 
authentication and communication, therefore the second transmission line disclosed by 
Reed is not provided according to the ISO standard. 

In light of Reel's teachings, at the time applicant's invention was made, it would 
have been obvious to one of ordinary skill in the art to modify Caputo's invention 
according to the limitation recited in claim 8 such that the second bidirectional 
transmission channel is physically separated from the first transmission channel. One 
of ordinary skill would have been motivated to do so because providing a separate 
communication channel that is not connected until successful authentication is 
performed would increase security in Caputo's system by preventing users from 
bypassing authentication procedures. 
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Claims 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Caputo et al (US 5,878,142) in view of Reel et a! (US 5,852,653) and further in view of 
Matsushita et al (US 4,837,556). 
Claim 9: 

Caputo and Reel do not specifically disclose the contactless transmission path is 
realized by transmitting the data as electromagnetic, electrostatic, magnetic, acoustic or 
optical signals. However, this limitation was known in the art at the time applicant's 
* invention was made as disclosed by Matsushita (col 1, lines 8-13 and 39-42). 

At the time applicant's invention was made, it would have been obvious in light of 
Matsushita's teachings for one of ordinary skill in the art to modify Caputo and Reel's 
combination invention further according to the limitations recited in claim 9. One of 
ordinary skill would have been motivated to do so to overcome system failure due to 
bad contacts as disclosed by Matsushita (col 1, lines 54-60). 
Claim 10: 

The limitation of a mixture of wavelengths is used for transmission via the 
contactless transmission path is obvious to Caputo, Reel, and Matsushita's combination 
invention as Matsushita discloses the limitation (col 1, lines 8-42). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ponnoreay Pich whose telephone number is 571-272- 
7962. The examiner can normally be reached on 9:00am-4:30pm Mon-Fri. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kim Vu can be reached on 571-272-3859. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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